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^H. SI'ATIJS OF CLAIMS 

Claims 16, 17 and 25-27 are canceled. Claims 1-15 and 18-24 are pending m the 
application. Rejection uf Claims l-H d.iid 18-24 was made by die Examiner in ti^e Office 
\ajy} Jalcd Mu-th lis Zi j) CL ^ \-\ S and 18-24 are on appeal . Claims 1-15 and 18- 
24 are reproduced m fee Apptudix tt; Appellaiiis' Brief filed herevvdth, 

^V. STATUS OF A MENDMENTS 

All Amcfidment under 37 CF.R. 1.116 was filed coBCurrenliy with this Appeal 
Brief. Appellants anticipate no issne widi Examiner entering the amendment since the 
amendment places the case in better foirn for appeal by overcoming the objections to the 
specification and the 33 U.S.G. 101 rejection of Claims 1-10. 

SUMMARY OF THE CLAIMED SUBJECT MATTER 

Claim 1 requires and positively recites, a method for generating in an apparatiis 
program source code for translating high level code into instructions for a target 
processor, the method comprising: 

determining a program code characteristic corresponding to said target processor 
(p. 14, line 33 - p. 15, line 5); 

deriving one or more program code modules in accordance with said program 
code characteristic (p. 15, lines 5-9; p. IS, lines 11-18; p. 19, lines 30 ~ p. 20, line 6); and 

generating program source code for translating high level code into instructions 
for said target processor from said one or more program code modules (p. 1 5, lines 5-1 1). 
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Ciaini 9 requires and positiveiy recites, a method for creating in an apparaius 
program source code for translating between high level code and instriictions for a target 
processor, comprising the steps of: 

determining a program code characteristic corresponding to said target processor 
(p. 14, line 33 - p. 15, line 5); 

selecting one or more predefined program code modules in accordance witii said 
program code characteristic (p. 15, lines 5-9; p. 17, lines 12-14; p. IS, lines 1 1-18)- and 

forming program source code for translating higli level code into instructions for 
said target processor front said selected one or more predefined program code modules 
(p. 15, Maes 5-11). 

Claim 1 1 requires and positively recites, a data processing apparains for creating 
prograin som-ce code for translating between high level code and inslructions for a target 
processor P. 1 1^ lines 21-27), the data processing apparatus being configured to: 

determine a program code characteristic corresponding to said target processor 
identifier input to said data processing apparatus (p. 14, line 33 - p. 1 5, lie 5; p. 1 9, lines 
19-28; p. 22, line 28 ■■■ p. 23, line 28); 

derive one or more program code modiiles in accordance with said program code 
characteristic (p. 15, lines 5-9; p. 19, line 30 ™ p. 20, line 6); and 

create program source code for translating high level code into instructions for 
said target processor from said deri ved one or more program code modules (p. 1 5, lines 
5-11; p. 20, lines 8-12). 

Claim 13 requires and positively recites, an apparatus (p. 1 1, lines 21-23), 
comprising at !e<^t one program source code module of a plui-ality of program soui-ce 
code modules for translating between high level code and instructions for a target 
processor (p. 15, lines 5-11; p. 22, lines 28-30), said at least one program code module 
corresponding to a characteristic of said target processor and being selected from said 
plurality of program source code modules (p. 15, lines 27-31; p, 18, lines 15-18; p. 26, 
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Iia«s 16-25). 

Claim, 22 requires and positively recites, a processor (p, 1 1 , lines 24-26), 
configured in accordance with program code comprising at least one program source 
code module of a plurality of program source code modules (p. 18, lines 11-14; p. 22, 
iines 12-15), for traiisialing between high level code and instructions for a target 
processor (p. 15, lines 5-11: p. 22, lines 28-30), said at least one program source code 
module being in accordance with a characteristic of said target processor and selected 
from said plurality of program source code modules (p. 15, lines 27-31 ; p. 18, lines IS- 
IS; p. 26, lines 16-25). 

Claiffi 23 requires and positively recites, a processor (p, 22, lines 10-15), 
con figured by program code comprising an agglomeration of two or more program 
source code modules of said plurality of said program source code modules (p. 22, lines 
5-10). 

Claim 24 requires and positively recites, a system (Fig. 1 (100) comprisixig a first 
(114a) md second (1 14c) processor (p, 11, lines 23-26), said first aiid second processor 
configured in accordance with program code comprising at least two program source 
code modules, wherein the ikst of said at least two program source code modules (p. 24, 
lines 14-15) is arranged to translate high level code to instructions for said first processor 
aud .second >.Liu :r It. ..si iw o p;\^^rafn source code oiodule;; (p. 24, 1 ino ' 1 5 - 1 7 jis 
arraUL'cl lo tran^i;nc high lex cl code to instruciions for said second processor (p. 1 5. lines 
5-11; p. 1 6, lines 24-30; p. 24, Hues 17-19; p. 25, lines 1 6-19). 



Vi. GROUNDS OF RE JECTION TO BE REVIEWED ON APPEAL 

1) Are Claims 22-24 patentable under 35 U.S.C. 1 12, second paragraph? 
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2) Are tlainis 1-8, 9-10, 11-12, 13-15 and IS-21 patentable under 35 U.S.C. 

101? 

3) Are Ciaims 1-15 and 1 8-24 patentable under 35 U.S.C. 102(b) over Smith et 
al., "Distributed Programmmg with Intermediate IDL", June 1999, Ada Letters, Col XLX, 
No. 2, pages 90-95, 

Vil. ARGUMENTS 

1) Claims 22-24 are rejected under 35 U.S.C. 112, second paragraph, as being 
indeiimie for failing to particuSariy point out and distinctly claim the subject matter vs'hicb 
applicant regards as the invention. Appellants traverse this rejection for the reasons set fordi 
below. 

Appellants traverse Examiner's detemiim^tiou that, "None of the lements of a 
processor is shown. It has been see in the claim iliM its recitation attempts using a meitod 
for coniigmiBg the processor; its ibnctionaiiiy is a process .for use ••• dierefore it is unclear 
whether the language of claim 22 and 23 is directed to a processor or a method of u.sing that 
processor" (OA, dated March 1 8, 201 0, page 5, lines 8-1 i). 

X.Y-' S'^f^ .es voJj'K tra\e.se I \dir ^\ci'^ Jeieini.n /ior i ij\ c>! ( I'x rs 22 <1 23 
ct,\c V. AOvc-soi K^ime 1 ot the ^vpocjfkcalion clcaiK i,LoHi. Ha^c p^oce-s.^i-. 
^> oL^sHs^y unit 11 p occ'^•^m^ unit il4c; and proce^-iing unit li4c. ihc spccjl 
c:i,.uh .sets iuith, "Ssstcju 'Mi ma> comprise a general purpose processoi (li4o). .5 digital 
signal processor (.DSP)(1 14a), and a hardware processor optimized for providing a virtual 
machine platfonn for exainpie" (page 1 1, lines 23-26). The specification fiirther sets tbrth 
processors IHa-lMc on page 12, lines 7-8. The specification further sets forth that the 
digital signal processor (DSP) can be a C55x DSP from Texas Insirunjents (page 22, lines 
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il-i3, 28 - page 23, Sine 28). The specification &i1]ier identifies the general piiipose 
processor as being an Intel Pentium II (page 22, lines 10-11; page 24, lines 17-18, 27-32; 
page 25, lines 21-22). Accordingly, tiie specification does identify tlie processors in tlie 
drawing and in the text sufficient to allow one of ordinary skill in the ail to detemiine the 
elements of the revSpective processors. 

Examiner is improperly requiring Appellants to limit their claims in a manner not 
required by law. Appellants are folly within their legal rights to di-aft apparatus claims with 
ftmctionai limitations, lliere is nothing indefmite about the scope of Claims 22 aiid 23 ~ 
Examiner simply does not like tlie funcfional aspect of the claims. ITie legal citation set 
forth by Examiner is not applicable to this issue. 

Moreover, Appellants respond with two Supreme Court eases in which the Court 
held that it is not necessary to recite in the claim evervtliing necessary to operate the device. 
As stated by Joseph Gray Jackson in The Art of Drafting Patent Claims, 59-60; 

: J :X . n _ \ v\ \ i ca . 155 t'.S 286 {1R94), the device x\as an Kgriculairal mackint 
.ii^j .ci'A.cd si.fpi n nccessan '\>r the ho-rd wKcb v%r.- ..s js.m. o; <■] . J.\ni 
The Sin:LMO Cou;-*. ^^lo. *'! £ue tl'^a. nev.ONria.> dvx tJiK i s roi n- > ^ ' p but 
jt does r.oi hasc to be, the clain-^ doe^ not ha\e to include v\eiviliirg that \s required 
to operate." 

The L'tho- jaso Sr^c^ud r^uip.nenf y_C\)C. "^24 I S "70, 6-^1 S ^2^ {'O^S) ir 
vstvor srbt.' u 4 o > . am was .sapporteu \\\ .oh iol*tcJ to a maoinis. cattJ^ 
ocjjnij and l. \\l sx-j ^inJ tlv-re was no cdtt/v' ■vni'^l- s a o \oo n ti\^ oI^^ti I k 
"^.-^ e-i o \<]J 1. ts perfcctK all righU d .lot lrd\Q to l"a\e o\e 

.equ.i;;o .o ,-!pera$e *ajs device in the claim t~'^-)riplLU*nc>-o> a 'nucn iv\\jteJ 
' bugaboo" \\h<ch a .un.> of uiterest to certain exainineis u- the ?^icn\ Otticc. jjd 
should not rc^ Is ^ oace-i them. The claim is not a descript on ol .i. Jc\ co jo an> 
case, it is like a fingerpnnt which identifies the device, ^fhe Hnge.pnrL i>\^ks ro: at 
all like ihe pei-son, bat it is an identification of the person, and that is whut we are 
interested in - idemiticalion. 

If tlie Ex^iiner is really rejecting Claims 22 & 23 because he feels the claims are 
overly broad, MFEP 706.03(d), paragraph 2, states, "The fact that a clfiim is broad does not 
necessarily justiiy a rejection on the ground that die claim is vague and indefinite or 
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incomplete. In non-chemical cases, a claim may, in general, be drawn as broadly as 
pennitied by the prior ait." Appeliants submit that a broad claim, no matter how broad, is 
not indelinite as long as ihe boundaries of tiie claim are capable of beiiig tmdei-stood, llie 
Examiner obviously understood the boundaries of Claims 22 & 23 since he rejected both 
under 35 U.S.C. 102(b) over Smith et al., "Distributed Programming with Intermediate 
IDL", June 1999, Ada Letters, Col. XIX, No, 2, pages 90-95. Accordhigly, the 35 U.S.C 
1 12, second paragraph, rejection of Claims 22 & 23 Is improper and m ust be reversed. 

n ii ! i r n^t^v I Nn lu ^ i.K\an nnio? n t i-^ ^v.' ('at 24 the 
vdsfi ^.v r ij nsuig iwo proccs o'-s llsbnss 'u*ti>.(.an! 7K ds d 

nc'h ' ^ ^0 1 lu „a b> upon tv,o rnyrc^n stu.^ l a.. ticJuLn hv >. ^ 7 
\Mt] Q.U c-1 V o.ei Krib to. struaurmg a s> stem and/or the tv^o of tiie processors i ncrciore u 
IS unciear whether tlie language of claim 24 is directed to a system of two processors or a 
po In Mo i ") \ ^ ed March IS, 2010, page 5 hne 18 - page 6, hne 2) } \ i.n -ei a 
n "1 o u u I u ^ V xLanls to limit their cimms m a manner not Uv ^ \ s m 
'^p-'vi ij ! i ^ i\ ! <, ! 1 ts ^ i pr)U.fjs cl in ^ ' i. . I ]Ul 

uVyU ^^ol 1 ^ cii. li. I Oi IS ij inuelu v\mt tnc scop;, oi ClcLm 24 hxaminc- s rp «■ doe*- 
not like the flinctionai aspect of the claim. ITie legal citation set forth by Examiner is not 
applicable to this issue. 

\s s^ i "! 1 \ i tr^ 1 <. vv. 1 It ^.1 i I s uus ti v.^ t ^ s o 

pre ^L>s 1 ! -t 1 I i 1. sin ml 4c aru p^fKCj i 1 k s Kd\ i\ 

Li N It ^ S ^.1 1 U)t \)i vo 1 pnse a general pu < i ^s.^ > 5 ^ 
j\ pi VLSso 0 i a{-*a a wduarc proce& or o Viruzed tt pro\xC < \ 
machine platfomi for example" (page 1 1, lines 23-26). The specificaiion fmther sets fortli 
processors li4a-114c on page 12, lines 7-8. llie speciftcation further sets ibrth that the 
digital signal processor (DSP) can be a C55x DSP from Texas Instruments (page 22, lines 
11-13, 28 ~ page 23, line 28). Tlie specification fmther identiiies the general piirpose 
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processor as beiiig an Intel Pentium II (page 22, lines 10-11; page 24, lines 17-18, 27-32; 
page 25, iines 21-22). Thus, the "first processor" of Claim 24 caii be DSP 114(a) and tlie 
"second processor" of Claim 24 caxs be general purpose processor 1 14(c) or Visa, versa, 
'\cc>^-ijiu< s. 'l^ ^peciikation docs idt-ntd) the processors in the drawng and in the text 
s^Jfc crl .0 . w . cd ^\ i Kl'.i.^'^ -K, ' ^ . . determine tlie elements of the respective 
procesiSoib Tuiln Lld\n\ 14 Uoci, shosN cicincuts for structuring a system and'or tlie two of 
the processors. 

Appellants similarly poiiit to two Supreme Court cases in which the Comt held that 

it is not necessary to recite in tiie claim everything necessaiy to operate tlie device. As 
stated by Joseph Gray Jackson in The Art of Draining Patent Claims, 59-60: 

In Peering v. Winona, 133 U.S. 286 (1894), the device was an agricultural machine 
md lacked the support necessary for the board which was an element of the claim. 
The Supreme Court, said, "Tnre that it is necessar>' and tiTie it is not in the claim but 
it does not have to be; the claim does not have to include everj'thi.ag that is required 
to operate." 

The other case is Special Equipment v. Coe, 324 U.S. 370, 64 USPQ 525 (1945), in 
which a subcombination claim was supported which related to a machine for cutting, 
peeling and coring pears, and there was no cutting knife ivjvolved in tlie claiin. The 
Supreme (?0L-rt said ii is perfectiy all right: you dv> not ha^'e to have evep-thlng 
required to operate this device in the claim. Completeness i-s a much inflated 
"bugaboo" which is tnainly of interest to certain examiners in the Patent Office, and 
should not really concern them. The claim is not a description of the device in any 
case. It is like a fmgeipdnt which identities the device. The fingerprint looks not at 
ail like the person, but ii is an identification of the person, and that is what we are 
interested in - identification. 

If the Examiner is realiy reie^:';ir;g Claim 24 because he Feels the claims are overly 
broad, MPliF 706.03? dK paragraph 2, states, "Tlie fact that a claim is broad does not 
necessarily jastify a reieciion orr the g{x)und that the claim is vague and indefinite or 
incomplete, in non-chemical cases, a claim may, in general, be drawn as broadly as 
permitted by tiie prior ait." Appellants submit tliat a broad claim, no matter how broad, is 
not indefinite as long as the boundaries of die claim are capable of being understood. The 



11-32157 



8 



Appeai dated Oetobc!" t>. lulQ 

Examivier obvioiisiy understood the boundaries of Claim 24 since he rejected it under 35 
U.S.C. 102(b) over Smith ei al, "Distributed Programming with Intermediste IDL", Jmie 
1999, Ada Letters, Col. XIX, No. 2, pages 90-95. Accordingly, the 35 CJ.S.C. 1 12, second 
paragraph, reiection of Glaim 24 is improper and must be reversed. 

2) Claims 1-8, 9-10, 1 M2, 13-15 and 18-21 stand rejected imder 35 U.S.C. § 
101 "because the claimed invention is directed to non-statutor\' subject matter". 
Appellants traverse tliis rejection for the reasons set forth below. 

Based f s ^1 ^ Lj'c C I. pi ) " ^ --0 1 s ' "'^ 

0* 70(197:-^ (jHjuanc^ Dcener.94l S 780, "S~-88 ('8''()) and ecent Fedt.al 
Circuit decisions, a § 101 process must (1) be tied to another statutorv class (such as a 
paiticular paraius) OR ,2^ ___i!Lir i ? ( e lyt iz m hiec ^< tter ^siieh as an article 
o materiiiS!!.) to a diffm'ttt '-t it. s b i sg 1 nc SuprcuK C ou^v iei.o^m/td that h tt^t 
s lot lecc-s. ! K 01 re ii i ii a u m \ ovoise witli tec'mologica' advances 

Independent Claim I, as amended, requires and positively recites, a method for 
geaerattag in ait apparatus program soarcc code for translating high level code itato 

iMtruetioM for a target processor , the method comprising: "determining a program 
code cliarsctenstic corresponding to said target processor', "deriving oi^e or more 
program code modules hi accordance with said program code characteristic" and 
" Ecncrating prograia source code for transiatlHg high tevd code mto }astruction.s for 
said target processor ^ fr^ oae or more program code inodaieis" . 

The preamble of Claim 1 recites, "'a method for geiieratrag in an apparatm 
program source code for trattskting high kvel code mto mstnictions for a target 
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processor" , llius. Claim 1 has been rmiendcd to defuiiiiveiy tie U to a slaUitory subject 
matter. This is clearly a tie-in of the method to an appm-atus which is a recognized 
starjUi:} oLij^ I ht,- ao<n e Lingua^e oicariy ties the method to <^nothcr 5Uttatoi,\ e!a-t^ 
["1.^1; pjuijjiar .apparatus} -which qualifies under Mipreme Court anc I cieu' 1 L Iwun 
picceJeur "{: i be *ied to anoliicr stiuiUOiv class (sUv^i ■■ ^-^.-nc-jlta apparatus; jboxL as 
being an eiigible process under 55 U.S.C. § 101 . Fur this reason aionc the 35 VS.C. § 
101 rejection of Claim 1 is improper and must be reversed. 

Moreover, Claim L as amended, now prohibits haxidv^Titing from forming the 
method since the method must be formed in an apparatus. 

In the event Exaniiner determines not to give any patentable weight to the 
preamble, Appellants respond as follows: 

The determination of whetiier a preamble limits a claim is made on a case-by-case 
basis in light of the facts in each case; there is no litmus test defining when a preamble 
limits the scope of a claim. Cafal ma h4k(g. ! nt1 v. Coohcm ngs, cqm,Jnc^, 289 F.3d 801, 
g08, 62 USPQ2d 1781, 1785 (Fed. Cir. 2002). See id. at 808-10, 62 USPQ2d at 1784-86 
for a discussion of guideposts that have emerged from various decisions exploring the 
preamble's effect on claim scope, as weli m, a hypothetical example illustrating these 
principles. 

^ C 1 1 L in I 1 ! !. s \ X. s\ i \ ^ 

f P Si. J.} \ t i iki. }>f m { It t ' H} I d -+ 

vSPQ-dl8lo 1:^20 {Ud L r \^)^)^) ln>icdai pre^nbie whtxi ivau u context 
of the entire claim, recites limkadoRS of the claim, or, if the claim preamble is 
'jiecessarj- to give Mfe, meaning, and vitalitj'' to the claim, then the claim preamble 
sho«id foe constraed as if iii tfee balance of the ckint." PUney Bo wes, In c. v. Hewleti- 
Fackm-dCo.. m T3d 129S, 1305, 51 USPQ2d 1161, U65-66 (Fed. Cir. 1999). See also 
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Jam-gn V. Rexa il Sundown. Inc., 342 F.3d 1329, 1333, 68 USPQ2d 1154, 1 158 (Fed. Cir. 
2003)(ln considering the effect of the preamble in a claim directed to a method of treating 
or preventing pernicious anemia in humans by administering a certain vitamin 
preparation to "a human in need thereof," the eouit held that the claims' recitation of a 
patient or a human "in need" gives life and meaning to the preamble's statement of 
pm-pose.). Kfom i\ Robie . 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951) (A 
preamble reciting "/\jEi abrasive article" was deemed essentia] to point out the invention 
defmed by claims to an article comprising abrasive grains and a hardened bii^der and the 
process of making it. The court stated "it is oaiy by that phrase that it can be known that 
the subject matter defined by the claims is comprised as an abrasive article. Every union 
of substances capable inler alia of use as abrasi ve grains and a binder is not an -abrasive 
articie.'" Therefore, the prearabie seA'ed to fiirtlier define the structiire of the article 
produced.). 

Any terminology in the preamble tbat limits the structure of tlte claimed 
invention mmt be treated as a claim limitation. See, e.g., Cornms Glass Works v. 
Si-imUomo Eiec. U.S. A,, Ina. 868 F.2d 1251. 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 
1989) (The determination of whether preamble recitations ai-e structural limitations cm\ 
be resolved only oii review of the eatirety of the application ''to gain an 
understanding of what the inventors actaaily Invented and intended to encompass 
by the claim."); Pac-Tec Inc. v . Amerace Corp.. 903 F.2d 796, 801, 14 USPQ2d 1871, 
1876 (Fed. Cir. 1990) (determining tliat preamble language that constitutes a sinsctural 
limitation is actually part of the claimed invention). See also In re SfenceL 828 F.2d 751, 
4 USPQ2d 1071 (Fed. Cir. 1987), (The claim at issue was directed to a driver for setting a 
joint of a threaded coliar*>;< faowever>,< the body of the claim did not directly include 
the structure of the collar as |3art of tlie claimed article, The examiner did not consider 
the preamble, which did set forth the structure of the collar, as limiting the claim. The 
court found that the collar stmcture could not be ignored. While tlie claim was not 
directly limited to the collar, the collar structure recited in the preamble did limit the 
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Structure of tlie driver. "[TJhe framework, - tlie teachings of the prior art - against which 
patentability is measui-ed is not all drivers broadly, but drivers suitable for use in 
combination with this coiiar, for the claims are so limited." Id. at 1073, 828 F.2d at 754.). 

Beirig that the novelty of the present inveniion is directed to a method for 
geaeratii^g i« mi appamtm program source code tor translatiag high level code into 
mstmctioas for a target processor, the preamble limits the stmci-urs of the claimed 
invention aiid must be treated as a claim limitation. See, e.g.. Coming Glass Worh v. 
Sumimmo Eiec. U.S.A.. In c.. 868 F.2d 1251, 1257, 9USPQ2d 1962, 1966 (Fed. Gir. 



In addition to the above, tiie limitation in Claim 1, "generating in an apparatus 
program soKree code for translating high level code mto instractions for satd target 
processor from said one or more program code modaies ". clearly recites a 
transformation which qualifies uiider Supreme Court precedent "OR (2) transform 
aaderlvirsg subiect matter (such as an article or materials) to a different state or 
thiHg" above as being an eligible process under 35 U.S.C. § lOi. For this reason silonCj 
or m combination with the above ru-gumeiit, the 35 U.S.C. § 1 01 rejection of Claim 1 is 
improper and must be reversed. 

Independent ClaiiTi 9. a-~ aniaidca, rcqunxo .'iul po-,iti^ ci\ icci.c.N. a nicfhod for 
creating in an apptira^m prugnim SfsurciL- code tny trau>Uuusu btineco high level 
code arid ius^ruc^ians for a tarter processor , comprising the steps of: ''detenisinini; a 
program code characteristic eorrespoading to said target processor", "selecting one 
or more predefmed program code modnles m accordance with said program code 
characteristic" and " forming program sonrce code for trasislat hig hfgb level code 
| ni o, mst r «ct ^^ ^ setected oae or more predefioed 

program code 
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The preamble of Claim 9 recites, "a metiiod for crea-tmg in an apparaim 
program source code for transjatmg high level code into imtnictions for a target 
processor ". Thus, Claim 9 has beeii amended to definitiveiy lie it to a statut^rs subject 
matter. This is cleaily a tie-in of the method to at.) apparatus which is a rectJgn!/i..c 
statutory class. The above language clearly ties die method lo another h:;ru^v>r> cla^^s 
(such as a pasticular apparatus) which qualifies under Supreme C ourt and Federal Cireuis 
precedent "(1) be tied to another statutory class (such as a particular apparatus) above as 
being aii eligible process under 35 U.S.C. § 101. For this rei^on alone tlie 35 U.S.C, § 
101 rejection of Cl^laim 9 is improper and must be reversed. 

Moreover, Claim 9, as amended, now prohibits haiidwiting from fonning the 
method sitice the method must be forined in an apparatus. 

In the event Examiner determines not to give arsy patentable weight to the 
preaniblCj Appellants respond as follows: 

The delerminalion of whether a preamble limits a claim is made on a case-by-case 
basis in light of tlie facts in each case; tl-sere is no htmus test defmlng when a preamble 
limits tlie scope of a claim. CataUna hiktg. Int 'lv. Coolsavmgsxom, Ific, 289 F.3d 801, 
808, 62 USPQ2d 178L 1785 (Fed. Cir. 2002). SeeM- at 808- H), 62 USPQ2d at 1784-86 
for a discussion of gaideposts tliat have emerged from various decisions exploring the 
preamble's effect on claim scope, as well as a hypothetical example illustrating these 
principles. 

"[A] Claim preamble has the import that the claim as a whole suggests for it." Beil, 
Communicatiom Research. Inc. v. Vitalink Communications Corp. .. 55 F.3d 615, 620, 34 
USPQ2d 1816, 1820 (Fed. Cir. 1995). "If the claim preamble, when read in the context 
of the entire claim, recites Hmifatiojjs of the clalni, or, if the claim preamble is 
'ueeeissarj' to give life, meaning, and vitality' to the claim, then the claim preamMe 
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should be coastriied as If 'm the balaace of the eiaiia." Pitney Bo wes, hic. v. Hewkti- 
FackardCo., 182 F.3d 1298, 1305, 51 USPQ2d 1161, 1165-66 (Fed. Cir. 1999). See also 
Jame n v. Rexall Sundown. Inc. . 342 F.3d 1329, 1333, 68 USPQ2d 1 154, 1 158 (Fed. Cir. 
20()3)(ln considering the effect of the preamble in a claim directed to a method of treating 
or preventing pernkious anemia in humans by adnilnistering a certaiB vitai-nin 
preparation to "a human in need -thereof," the court held that the claims' recitation of a 
patient or a human "in need" gives life and meaning to the preamble's statement of 
purpose,). Kropa v. Rohie. 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951) (A 
preamble reciting "An abrasive article" was deemed essential to point out the invenlion 
defined by claims to an article comprising abrasive grains and a hardened biisder and the 
process of making il. The court stated "it is only by that phrase that it can be known that 
the subject matter defined by the claims is comprised as an abrasive article. Every union 
of substances capable inter alia of use as abrasive grains aiid a b.ittder is not an 'abrasive 
aiticie,'" Therefore, the preamble served to further define tlie structut^ of the article 
produced.)- 

Any terminology' in the preamble that limits the structisre of the claimed 
iaventiOH must be treated as a claim iimitatson. See, e.g., Comim Glass Wor ts v. 
SumimmoElea U.S.A. Inc.. 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir, 
1989) (The detei-mination of whether preamble recitations are structural limitations cati 
be resolved only oo revle%v of the entirety' of the applieatioii "to gain an 
understanding of hat the snvtntors actuijIH initssJed asui intended to encompass 
by the claim,"): Pac-Ti'c he. v Afiuracc ( c; /-;\. Q;i3 V Zd 7%, SOL \4 USPQ2d IS"^], 
\S7<- (Fed. Cir. '1990) {deicrmining thai preanshk- lauyuage tliiit eoiislitutcs a ?h-nctural 
iisnitaiion is actually pan of the claimed inveinlon). See also In re SsenceL S2S F,2d 751, 
4 USPQ2d 1071 (Fed. Cir. 1987). (The claim at issue was directed to a driver for setting a 
joint of a threaded co!hir*>;< hovvever>,< the body of the claim did not directly include 
tlie structure of the coll ar as pait of the claimed aiticie. The examiner did not consider 
tiie preamble, which did set forth the stmctme of the collar, as limiting the claim, ITie 
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comt fouild that die coilar structure couid not be ignored. While the ciaim was not 
directly limited to the collar, the collar structure recited in the preamble did limit the 
stfuclure of the driver. "Plhe framework - the teacliings of the prior art - against which 
patentability is measured is not all drivers broadly, but drivers suitable for use in 
comhination with this collar, for the claims are so liiiiited." M. at 1073, 828 F.2d at 754,)- 

Being that the novelty of tlie present invention is directed to a method for 
creating program source code for translating hi^h level code into mstraeiioBs for a 

rargel processor , the preamble limits the stmcture of the claimed invention and must be 

treated as a claim limitation. See, e.g., Corning Glass Works v. SumUomo Eke. U.S.A.. 
Inc., 868 F.2d 1251. 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989). 

in addition to the above, the limitation in Claim 9, " forming program source 
code for traBsiating high level code into instractlons for said target processor from 
said selected one or more predefined prog ram code module.^", clearly recites a 
transibrmation which qualifes under Supreme Court precedent ''OR (2) transform 
^ad erh' i n ^ si s h i ec t m a ner (such jss tm -MtMe or materials) to a dlfleressi: gtate or 
tiling" above as being an eligible process under 35 U.S.C, § 101. For this reason alone, 
or in combination with the above argument, the 35 U.S.C, § 101 rejection of Claim 9 is 
improper and must be reversed. 



Independent Ciaim 1 1, as amended, requires and positively recites, a tea 
processing a ppa r-Mm for creating program source code for traasiatin^ bet^veea high 
bvel code and iastructioiis for a tar«et processor , the data processing apparatus 
bemg , cfmfl ^ gared , lo : "determine a program code characteristic corresponding to said 
target processor identifier input to said data processing apparatus", "derive one or more 
program code modulejs in accordance with said program code characterisdc" and 
'' create program soarcc code for translattng hij^h level code iu^^^ for said 
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t&rmt processor from said derived one or more program code modules" . 

V ^ I iwv*. \K oi CLnni 1 5 rcxUe<; \ ddta processing app^H^^^tiis r j t u^itinL 
psogSiS.j sps^'^ic ,:od€ oi tr^iiisH^fmg btmcen hi^h le^c! code ami mVvS rcuons for 4 

.^?'•t>ct^s^5i data pK>cessmi; .nn>.^ratus bemg configured to ' 4n 
dppiii.i I s ^^ clear \ i rcLOgn /cd MatalOxV c'^ss 

Moreover, the language ""a data processmg apparatus for creadtag program 
soiircc code ..." clearly reqidres that t!ie program source code be created in the data 

processing apparatus. The above language ciearly qualifies uuder Supreme Court and 
Federal Circuit precedent "(J) be tied to another statutory class (such as a particular 
apparatus) above as being an eligible process imder .)5 U.S.C. § 1 01 . Moreover, 
Examiner must consider ALL of the words of Claim i 1 ■ ■ not just the words Examiner 
watits to consider. For this reason alone the 35 U.S.C. § iOl rejection of Claim 11 is 
improper aiid must be reversed. 

In the event Examiner determiiies not to give any patentable weight to the 
preamble, Appellaits respond as follows: 

The detennination of whether a preamble limits a claim is made on a case-by-case 
basii> m 'igh? of iie iacts n oath case there is no htniii tefet definmg w hen a preanhle 

hmjL s t le sv< o* c <: 7 ( . w > \K, ^ In \ ( >'s hi^'> c ,>i Ik 2{<^ 1 "d ^i^^ 
SOS sl\_d .a ^ 1 Sc^ d at.v.^ \u -2 1 Fs 

Ox t i>>^ ss (>[ jji tna h \ on^eJLod i \c <-i qc*. > | 0 3 

piCi<mb e's> cLo*.^ or claun ->tope as s\d] a-s a h\potheiical Lxaii pie Jasaat ny lksc 
principles. 

"[A] Claim preainble has the import thai the claim as a xvhola suggests for it" Bell 
Commimicatiom Research, h ic. v. Viialink Cimtm:umcations Corp . . 55 F.3d 615, 620, 34 
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USPQ2d 1816, 1820 (Fed, Cir. 1995). '*If the claim preanible, when read m&e context 
of the entire clainj, recites limitations of the claim, or, if tlie claim preamble is 
•■aecessarj- to give life, meaning, aud vitaiit>'' to the claim, tliesi the elahn preamble 
sliould be coastrued as if la the baiance of the claim." Piimv Bo wes, Inc . v. HeM-Ieii- 
Packard Co, . 182F.3d 1298, 1305, 51 USPQ2d H&u 1 165-66 (Fed. Or. 1999), See also 
Jamenv. Rexa ll Sund own, Inc .. 342 F.3d 1329, 1333, 6S USPQ2d 1154, 1 158 (Fed. Cir. 
2003)(Iii considering the effect of the preamble in a claim directed to a method of treating 
or preventing pernicious anemia in humans by administering a certain vitan^in 
preparation to "a human in need thereotV' the coisft held that the claims' recitation of a 
patient or a human "in need" gives life and meaning to the preamble's statement of 
purpose.). Knma v. Robie. 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951) (A 
preamble reciting "An abrasive article" was deemed essential to point out the invention 
defined by claims to an article comprising abrasive grains and a hardened binder and the 
process of making it. The cotiri staled "it is only by that phrase that it can be known that 
the subject matter defined by the claims is coirsprised as aii abrasive aiticle. Ever>^ union 
of substances capable Inter alia of use as abrasive grains and a binder is not an 'abrasive 
article,"' Therefore, the preamble served to further defme the structure of the article 
produced.). 

Any terminology in the preamble that limits the strticture of the claimed 
inveKfioii must be treated as a claim limitation. See, e.g., C omim Glass Work% v. 
Sumko mo Eke. U.S.A., Inc.. 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1 966 (Fed. Cir. 
1989) (The determination of whether preamble recitations are structural limitations can 
be resolved only on review of the entirety of the applicistlon "to gain mi 
und&rsi&udmg of what the iaveBtos-s actually mveiited and intended to encompa.ss 
by the claim."); Pac~Tec Inc. v. Amerace Corp ., 903 F.2d 796, 801, 14 USPQ2d 1871, 
1 876 (Fed. Cir. 1 990) (determining that preamble language that constitutes a structural 
limitation is actually pm t of the claimed invention). See also ltLL^..Sim.c.el, 828 F.2d 751, 
4 USPQ2d 1071 (Fed. Cir. 1987). (The claim at issue was directed to a driver for setting a 
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joint of a threaded coI!ar*>;< ho\\'ever>,< the body of tlie claim did not directly iiickidc 
the structure of the collar as part of tlie claimed article. The examiner did not consider 
the preamble, which did set forth the structure of the collar, as limiting the claim, llie 
court found thai the eoilar structure could not be ignored. While the claim was not 
directly limited to the collar, the collar structure recited in tlie preamble did limit the 
structure of i.he driver, "| rjhe framework - the teachings of the prior tut - against which 
patentability is measm-ed is not all drivers broadly, but drivers suitable for use in 
combination with this collar, tbr the claims are so limited." at 1073, 828 P. 2d at 754.). 

Being that the novelty of the present invention is directed to a data processing 
apparatus for erealing program source code ibr trasislaiiaa; between high ievel code 
and in.s tractions for a target processor , the data processing apf>ara ^ u.^ '^>ein g 
configared to the preamble limits the structure of the claimed invention and must be 
treated as a claim limitation. See, e.g.> Corning Glass Works v. Sumitomo Eke. U.S.A.. 
Inc., 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989). 

In addition to the above, the iiinitation in Claim 11, " create program source 
code for tranv^laiiag high lcye | e^^^ instructions for said target procesisor frOiB 
said deri ved one or more program code modules" , clearly recites a transformation 
which qualifies under Supreme Court precedent "OR (2) transform aadedying subject 
matter (such as an article or materials) to a different state or thing " above as being 
an eligible process under 35 U.S. C. § 101. For this reason alone, or in combination with 
the above argument, the 35 U.S.C. § 101 rejection of Claim 1 1 is improper and must be 
reversed. 



Independent Claim 13, as amended, requires and positively recites, ag„ a ,| )| ? arat»s , 
comprising at least one program source code modisle of a plwralily of program 
source code modaks for translating between high level code and mstructions for a 
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target processor, said at least one program sour ce code m&dale correspondme to a 
characteristic of said target processor and being selected from said plarsMty of 
program code modules. 

The preamble of Claim 13 recites, "an apparatus". An "apparatus" is clearly a 
recognized statutory class. The above language clearly qualities under Supreme Court 
and Federal Circuit precedent "(0 be tied to another statutory class (such as a particular 
appaiatus) above as being an eligible process under 35 U.S.C. § 101, For this reason 
alone the 35 U.S.C. § 101 rejection of Claim 13 is improper and must be reversed. 

Moreover, Claim 13 further recites, "at least one program source code Module 
• - - trattslatissg between higb level code and msinacfions for a target nrocessor". 
Thas, even if, ai-guendo, if the term apparatus were insufliciem, the above language 
requires that it is the source code module that translates between high level code and 
instriictions for a target processor - which proliibits the Examiner's "hand written" 
translation argument. 

In addition to the above, the additiomil ianguage in Claim 13, the language 
'' program source code module corresponding to a characteristic of said target 

processor " signals that the module reacts to a characteristic of the target processor, 
which qualities as a transtbrrnation. 

In the event Examiner detemraies no! to give any patentable weight to the 
preamble. Appellants respond as follows: 

llie determination of whether a preamble limits a claim is made on a case~by-case 
basis in light of the facts in each case; there is no litmus test defming when a preamble 
limits the scope of a claim. CataJjmMMS:JM.ll-..Co 289 F.3d 801, 

808, 62 USPQ2d 1781, 1 785 (Fed. Cir. 2002). See id. at 808-10, 62 USPQ2d at 1784-86 
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for a discussion of guideposts that have emerged from various decisions exploring the 
preamble's effect on claim scope, as weii as a iiypotheticai example illustrating these 
principles. 

"[A] Claim preambie has die import that the claim as a whole suggests for it." BeJ! 
Com municmion s Research, Im. v. VitaUnk Conimimic'atio m- Corp. . 55 F.3d 615, 620, 34 
USPQ2d 1816, 1820 (Fed. Gir. 1995). "If the claim preamble, when read in the context 
of the entire claim, recites llmitatioiis of the claim, or, if the claim preamble is 
•jiecessary to give life, meaning, awd vitality' to the ciaim, then the claim preambie 
should be eosistroed as if in the balance of the claim." PUnev Bowes, Inc. v. Hew ietl' 
Packard Co., 1 82 F.3d 1298, 1305, 51 liSPQ2d 1 161, 1 165-66 (Fed. Cir. 1999). See also 
Jameti v. Rexa ll Sundown, Inc . , 342 F.3d 1329, 1333, 68 USPQ2d 1 154, 1 158 (Fed. Cir. 
2003)(In considering the effect of the preambie in a claim directed to a method of treating 
or preventing pernicious anemia m humans by administering a certain vitamin 
preparation to "a hinnan in need thereof," the comt held that the claims' recitation of a 
patient or a human "in tuted" gives Hfe mA meaning to the preamble's statement of 
purpose.). Kropa v. Rohk, 187 F.2dl50, 152, 88 US PQ 478, 481 (CCPA 1951) (A 
preamble reciting "An abrasive article" was deemed essential to point out the invention 
defined by claims to an article comprising abrasive grains and a hardened binder and the 
process of making it The court stated "it is only by that phrase thai it can be knoivn that 
tlv 'sxib vet xxiTXQi defined b\ the clamts is comprised as an ^brasui. article \ vcrv ur 
1 I ''s ^ V h / c; i 1 !. „f^ii s LP 5 ) u i s 1 li. T t sne 

ua L he e ■> L K t.jiilk .jvcC to i utiKi cet il'c kIuk * K aj icL 
produced.). 

Aay terminology in the preamble that limiU the structure of the claimed 
laveBtion must be treated as a claim limitation. See, e.g., Co rning Ci lass Worts v. 
SumUomoEIec. USA.. Inc. . 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 
1989) (Tlie determination of whether preamble recitations are structui-al limitatioas can 
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be resolved only m r&view of the eatlrety of the application "to gaj» an 
aBdersfa»dmg of what the liiventors actisaify invented aad intended to eiscompass 
by the claim,"); Pac-Tec Inc. v. Amerace Corp, . 903 F-2d 796, 801, 14 USPQ2d 1871, 

1876 (Fed, Ck. 199()) (determining that preambie language that constitutes a structtixal 
limitatioti is actually pari of the claimed invention). See also in re Stencel . 828 F,2d 751, 
4 USPQ2d 1071 (Fed. Cir. 1987). (The claim at issue was directed to a driver for setting a 
joint of a threaded coliar*>;< Kowever>,< the body of the claim did not directly include 
the structure of the collar as part of the claimed article. The examiner did not consider 
the preamble, which did set forth the structure of the collar, as iimiting the claim. The 
court fouud that the collar struciure could not be igiK^-ed. While the claim was not 
directly limited to the collar, the collar structure recited in the preamble did limit the 
structure of the driver, "['rjlie framexwrk - tlie teachings of the prior an - against which 
patetitabiiity is measmed is not all drivers broadly, but drivers suitable for use in 
combination with tliis collar, for the claims are so limited." |d- at 1073, 828 F.2d at 754.). 

Being, that the novelty of the present invention is directed to an apparatus, the 

preamble limits the structure of the claimed inventions and tmist be treated as a claim 
limitation. See, e.g.. Corning Gla ss Wor h v.JmmiiQmo^ U.S.A., Inc. , 868 F,2d 
1251, 1257, 9lJSPQ2d 1962, 1966 (Fed. Cir. 1989). 

In addition to the above, the limitation in Claim 13, "at least one program 
source code module of a pluralitj' of program source code anodules tbr tran.sh^ting 
between high level code and mstruetions for a target processor , said at least one 
program .source code nmdule corresponding to a cfaaracteristie of said target 
processor and being selected from .said plurality of program code modules", clearly 
recites a tiansformation winch qualifies under Supreme Court precedent '' OR (2) 
transform anderlylng sufoject matter (such as an article or materials) to a different 
state or tMng " above ^ being an eligible process under 35 U.S.C, § 101 . For this reason 
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alone, or k combination with tlie above argument, the 33 ILS.C. § 101 rejection of Claim 
1 3 is improper and must be reversed. 

ai J IS-"" 1 dcpcr^ dretti>. or hidhcct \ . "lom C laun I > 1 .tc sj ik .ngimien.s flnth 
above similarly apply to these ciaims, 

. :..i..ip b> Sn^iLh c\ <x r D.^t-ibuted Frogianiimng wnh intoimeduuc iDL\ June 1999, 
Ada Letters, Coi. XIX, No. 2, pages 90-95. Appellants respect&Uy traverse this rejection as 
set forili below. 

In order that the rejection of Claims 1-15 and 18-24 be sustaiiiable, It is flindamentaJ 
that "each mi every- elesnent as set forth in the claim be found, either expressly or inherently 
described, in a single prior art reference," VerckmlLl^n>^:.. y:JMiof'^ Oi^ Co- of Calif omia, 2 
USPQ2d 1051, 1053 (Fed. Cir. 1987). See also, Ridumhon v. Suzuki Motor Co.. 9 
USPQ2d 1913, 1920 (Fed. Cir. 1989), where the court states, "Hie identical invention must 
be shown in as complete detail as is contained in the ... claim". 

Furthermore, "all words in a claim must be considered in j udging the patentability 
of that claim against the prior art." In re W'ilsotK 424 F,2d 1382, 1 385, 165 USPQ 4.94, 
496(CCPA 1970). 

independent Claim 1 , as amended, reqdres and positively recites, a method for 
geaeratiiig in &n appai-atus program scarce code for trawslatiiig high level code Into 
instructioas for a target processor, tlie method comprising; "deteriwiBjag a program 
code characteristic eorrespoBding to said target processor ', "deriving one or more 
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program code moduies in accordance with said program cods characteristic" and 
"generating program source code for transiatlRg bigh level code mto iastracttoBS for 
said target processor from said one or mare program code inodales ". 

Independent Claim 9, as amended, requires and positively recites, a method for 
creating in an apparatus program soarce code for translating between tsigh kvel 
code and InstnictioBS for a target processor, comprising the steps of; "determining a 
program code characteristic corresponding to said target processor", "selecting one 
or more predefmed program code moduies in accoi-dance with said progi'am code 
characteristic" and "forming program source code for trattsiating iiigii level code into 
mstmctiom for said target |>rocessor from said select one or more nredeilned 
nrogram code modules" . 

Independent Claim 1 L as amended, requires and positively recites, a data 
processing apparatus for creating prograni source code for translating between bigh 
level code and instructions for a target s >r(K;mo^^^ iiie data processing apparatus 
bcinj? configured to : "detennine a program code characteristic correspondiisg to said 
target process ^ said data processing apparatns ", "derive one or 

more program code modules in accordance witli said program code characteristic" and 
"create program sonrce code for translating high level code into;in , graction 
target processor from said derived one or more program code 

Indcr^.PtxPv < a.inP .^^ane.de^ et,a e- arc jxisn Sv.'\ {vViIon. ^ n apparatos, 

code Tuoduies tor translating betYveen Iijgh level code and mstruetions for a target 
processor , said at least one program source code module correspoKdiag to a 
characteristic of said target processor a nd being selected from said plurality of 
program code modules. 
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iBdependeni Claim 22, as ameflded, requires and positively recites, a processor, 
configured in accordance with program code comprising at least one program source 
code module of a plurality of program source code modules, for transla^ng between 
high level code &nd Instmctiojis fo r a target processor , said at least one program 
source code module beiiig io accordance ith a charactersstig of said target processor 
and selected Irom said piurality of prograsn source code modules. 

Independent Claim 23, as amended, requires and positively recites, a processor, 
configured by program code comprising an ag^Io in eration of two or more program 
soi^rce code , modi iles of said plurality of said prograin code moduJIes, 

independent Claim 24, as amended, requires and positively recites, a system 
comprising a Urst and second processor, said first and second processor coaligared 
m accordance with program code comprising at least two program sotirce code modtiles, 
wherein the first of said at least t^^'o program snm-cf:- code modules is arranged to 
traisslafe high level code to instructions for s'did first processor and a second of said 
at least t^'i^'o program soisrce code moduleis is arranged to translate high level code to 
issstructsons for said s econd processor . 

In contrast. Smith teaches an approach to heterogeneous-language distributed 
programming where an implicit hidden IDL specification is used as aii intermediate step in 
ihe .K*..^ia•J(>■ p'ooL-s r ccn sei-ver language spccificatjo'-i to . i.".t ia^gaagv speciJ'c . lor {p 
'> ^ Cv^ K Uncs Z'^>-}4) "sr tli teaches dial, "source .umslo loi > the spe^ Jiv at 

i "-'.rv J o^K't. n to d cti..cspcMiding jepsesentation ■ ^ an .nto n-edk- c Object ta loi 

, k)S"; langu^^vgc " aiul '"a taiget uansfatioa couvoris IIk* K>S rcprcscniation uko a cjonl s 
language" (p. 92, lines 7-1 1), Yet no where is there any teaching in Smith that its 
"heterogeneous-language distribirted programming" is applicable to any processor. As such, 
Smitli tails to teach or suggest, a metliod for generating in an apparatus program 
source code for translating liigh level code into instructions for a target processor. 
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the raethod comprising: "determining st program eode diaracteristi c correspoBding to 
said target processor ", "deriving one or more program code modules in accordance with 
said program code cl-ai'KJcr;sl5c'~ <ird -ge- t ^ - ^ ^ -^-vj code for tnssisbtirig 
high level i'ode mti? sn^tris ction^ tor bukl urj^ci proccN^or from said ^ ne <>s ?ssore 
program c o de ni{>du]cs \ .^s lOq. .lod by dasm I , OR a "nc^lhod ^ir crcs^ting m an 
apparatus program source code for traissiatlag between faigli ievel code and 
InstruetioBS lor a target processor , comprising the steps of: "deterasmmg a program 
code chanicterlstic correspOHding to said target processor ", "selecting one or more 
predefined program code modules in accordance with said program code characieri.si.ic" 
and "forming program source code for transh^tiag high level code mto mstroctions for 
said target processor jrom said selected one or more predefiaed p ro gram code 
mod al e s", as required by Claim 9. 

Smith simijariy fails to teach or suggest, a data processtB^ apparatus for creating 

oroyu,!! >.s', V . V . currespotidinii to $'ud Uvui't pmccsbin-' idt-mifii-r input tt> 
said datt| proces^us^ apparatus ", "denve one or more program code uiodabs m 
accordance with said program code characteristic" and "create program source code for 
translating high level code mtoJnstr Kctions for said target processor from said 
deme d„one j r,„ mo^^^ prpgram ^ code modales ", as required by Claim 11, OR "an 
apparatus . comprising at least one program source code iiiodule of a plurality of 
program source code modules for translating between high level eode and instructions 
for a tarjgel processor, said at least one program source code module correspo nding to 
a efaaraeteri sti c of said target processor and being selected from said plurality of 
program code modules", as required by Claim 13, OR ''a processor, configured in 
accordajice with program code comprising at least one program source code module of a 
plm-ality of program source code modules, for franslatliug between high ievel code and 
instructions tbr a target processor , said at least one program source code module being 
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in .Kcoulaace >^8th a charactcrl tic of said target processor mC hclcacd. tto.n sauI 
pluralitv of program source code modules", as required by Clann 22. OR "a processor . 
1 o5 T;-! o"og".« *.{>de !.on\-']i u an agalomcratsora of is%o o^' s c .j'^<>g ^ 

s'iiiKc vode r o^'t'.i'', <n v d piuu ir\ oi d pio^." its luJ^ f^odu s et, luJ b^ 

processor *,« nfigurtcl accordance « ilh program coac iL.ompnyng ai leaM 
program source code moduies, \\'herein the first of said at least two program source 
code modules is arranged to translate high level code to instructions for said first 
processor and a second of said at least two program source code modules is arranged 

to traisslate high level code to instrisctioiis for said seco^Kl processor : a,s required by 
Claim 24. Accordingly, the 35 U.S.C. 102(b) rejection of Claims 1, 9, 11, 13, 22, 23 and 
24 is Improper and must be reversed. 

Claims 2-8 stand allowable as depending (directly or indirectly) from allowable 

Claim i and including further limitations not taught; or suggested by the references of 
record. Claim 1 0 stands allowable as depending from allowable Claim 9 and includiiig 
further liiuitations not taught or suggested by the references of record. Claim 12 stands 
allowable as depending from allowable Claim i 1 and including further limitations not 
taught or suggested by the references of record. Claims 14, 15 and 18-21 stand allowable 
as depending (directly or indirectly) from aiiowabie Claim 13 and including further 
limitatioris not taught or suggested by the references of record. 

Claim 2 further defines the method according to claim 1, by generating program 
soui'ce code for trarsslstiiig high level code into instruetioTss for obc of a phrrallt^^ of 
target processors . Claim 2 is aiIo\%'ab!e for the same reasons provided above in suppoit 
of the allowability of Criaim 1 . In addldon to the above, there is no teaching whatsoever 
in Sraitlr for a "plurality" of target processors. As such. Smith fails to teach or suggest, 
"generating program source code for translating high level code into instructions for 
one of a plurality of target processors ", as required by Claim 2. As such.. Claim 2 is 
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mi aiUicipaied by Smith. Accordingly, the 35 U.S.C. i02(b) rejection is improper and 
must be reversed. 

Claim 3 iiirther dcfmes the method accoid iv lo . 1 'im , o% s. r ivj s.o i is nj? 

accOKidii».e v^Ah s<iid }Tv>^rafii oodv- t^haractcnslic C iaim 3 ii> allo^^abie :oi tie same 
reasons provided above m support of tlie aliowabihty ot Giaim i. Accordingly, tlie 35 
U.S.C. 102(b) rejection is improper and must be reversed. 

Claim 4 iiirther defines the method according to claim 1, by furtlier comprising 
deriving said prograB^ code modules m accordasce with a desired fuKctionaMh'^ for 
said targct srocessor . Claim 4 is allowable for the same reasons provided above in 
sappoit of the allowability of Claim L Claim 4 is al lowable for the same reasons 
provided above in support of the aliowabilily of Claim 1 . in addition to the above. Smith 
discloses translating "server language specification to coirespoading client language 
representations". There is no mention of "a processor" in Smith, mtjch less the additional 
requirement of "deriving said program code modules la accordance with a desired 
fapMloffalifi: As such, Claim 4 is not anticipated by Smith. 

Accordingly, the 35 U.S.C. 102(b) rejection is improper and must be reversed. 

riain^ 5 further defines the method according to claim 2, wherein; "said step of 
XiC' 'VAV.L c>rnprs^c^ dcierujining respecthc program codt characteristics for 
res|K'i'thg fmcv of a plisralin of hirget proccs.yjrV\ ''said step of dcnving comprises 
del M iOSjV^o;^\ J rrx^^;an. coae nvoJ.:les in accordance witli said respective program 
cooe onaractcnbUcs ' and "said step ol generating comprises generating program source 
code for translating high ievelcode into instructions i o r said. target £rocessm;]s from said 
program code modules". Claim 5 Is allowable tor the same reasons provided above in 
support of the aliowabiiity of Claim 2. Moreover, Smith does not teach or suggest that 
code characteristics are determined for any specific processor, much less the additional 
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requiremeiii of "determifilag respective prograni code eharaeteristics for respective 
ones of a pluralUy of taroe as further reqinred by Claim 5. As such. 

Claim 5 is not andcipated by Sniith. Accordingly, the 35 U.S.C. 102(b) rejection is 

improper and must be reversed. 

Claim 6 further defines the nietiiod according to claim 1 , whereiD said step of 
deriving comprises selecting one or more pre-defined program code modules in 
accordance with said program code characteristic from a phiraHty of available program 
code modules. Claim 6 is allowable for the same reasons provided above in support of 
the allowability of C'laim 1 . Claim 6 is aliovvabie for the same reasons provided above in 
support of the aUowability of Claim 1. 

Claim 7 further defines the method according to claim 1 , v-ferein said program 
code provides a virtual machmc for said target processor. Claim 7 is allowable for 
the same reasons provided above in support of tlie allow^ability of Claim 1 , 

Claim 8 further defines the method according to claim 1, wherein Jiiiid program 
code comprises elements of a programming language. Claim 8 is allowable for the saine 
reasons provided above in support of the allowability of Claim 1. 

Claim 10 further defines the method according to claim 9, wherein said creating 
pjogram stH "Le c l c io. i.dusiatuie, b<.t\\t.et^ high level code and mj»tmctions is for one 
of 3 pjuralm id ^argyt pro cessors v. laim 10 is allowable foi the same reasons pioviccJ 
iX> V. n s^j^rcit" ""ho a' I ^vu^iJ'\ oi C hum In addi*ion uu^c abo'* (. 
tOt-diKig Y%hdti>oe\e' m Snuth tor a plurahtA'' of .aigct proi.esi.iKS \s auch, Smiih 
to teach or suggest, "creating progrmn source code for translating between high level 
code and instnictioiis is for om of a plurality of target processor s", as required by 
Claim 10. As such, Claim 10 is not anticipated by Smitli. Accordingly, the 35 U.S.C. 
102(b) rejection is improper and must be reversed. 
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Claim 12 farther defines the data processing apparatus according to claim U, 
further coafigured for creating program source code for translating between Mgli level 
code and instructions tor oae of a j il a ra of target processors . Claim 12 is altowable 
tor the same reasons provided above in support of the allovi'^fihiiity of Claim 1 1 . In 
addition to the above, there is no teaching whatsoever in Smith for a "piural.it}'" of target 
processors. As such, S.m.iih fails to teach or suggest, '"creaiing program source code for 
translating between high level code and instructions for one of a niuraHtv of target 
processors" . a55 required by Claim 12, As such, Claim 12 is not anticipated by Smith, 
Accordingiyj the 35 U,S,C. 102(b) rejection is improper and must be reversed. 

Claim 14 further defines the apparatus of claim 13, by fuither comprising at least 
one additional program code module for translating between high level code and 
instmctions fo r r e s | >eetiYe oaes of at least two target processors. Claim i4is 
allowable for the same reasons provided above in support of the allowability of Claim 13. 
In addition to the above, there is no teaching whatsoever in Smith for a target processor - 
much less tor multiple target processors. As such, Smith fails to teach or suggest, "at 
least one additional program code module for translating between high level code and 
insti-uctions for respective ones of at {east nvo target pracessorjs '\ as required by Claim 
14. As such. Claim 14 is not aiiticipated by Smith. Accordingly, the 35 U.S.C. 102(b) 
rejection is i^iproper and must be reversed. 

1ain^ 5 1 df i-.ei uo ilnox . "^nj.i atus according to claim 1 4, wherein said at least 
[uo am o>Hij -.noduleN are ^elected (rom a plumlily of predefined program code 
moduxs, Cknn 15 is alloviablc for the same reasons provided above in support of the 
aIiowabilit>' of Claim 14. 

Claim I S turther defines tlie apparatus according to claim 13, wherein said 
program source code provides a virtual machine for said target processor. Claim 1 8 is 
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V J I K' d^fiucss the apparatus acco'-dmg to V. Hi! i- x vi 
'M] sou L ^i. k no idc^t \uiur nuLhtne lor said ta r get t^\^vr 
pn>cissoj s (liixi ^M-, (> i VMS ^-^s iMJtd se i suppot ofthe 

d-Lo\\dDunv CLu! 1 . f hi aodnion io ll t, aBo\e there is no teach' ag sv 'ursoe^ er 
Smith ior a target processor - much less ior multiple target processors. As such. Smith 
fails to teach or suggest, "wherein said program source code provides a virtual machine 
for said targei: pr oce ssor or prQcessors ", as required by Claim 19. As such, Claim 19 is 
not anticipated by Smith. Accordingly, the 35 U.S.C. 102(b) rejection is improper and 
must be reversed, 

Claira 20 further defines the apparatus accorditig to claim 13, wherein said 
program source code comprises elements of a programraing language. Claim 20 is 
allowable for the same reasons provided above in support of tlie allowability of Ciaim 1 3. 

Claim 21 further defines the apparatus according to claim 14. wherein said 
program source code comprises elements of a programming language. Claim 21 is 
allowable for the same reasons provided above in support of the allowability of Claim 14. 

For the above reasons, favorable consideration of the appeal of the Final 
Rejection In tlie above-referenced application, and its reversal, are respectfully requested. 

Ronald O. Neerisigs 
Reg. No. 34,227 
Attorney for Appellants 
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CLAIMS APPENDIX 



CLAIMS ON APPEAL. : 



1 . A method for generating in an apparatus jDrogram source code for 
translating high ievd code into instructions for a target processor, the method comprising: 

determining a prograi-n code characteristic corresponding to said target processor; 
deriving one or more program code modules in accordaice with said program code 
characteristic; and 

generating program source code for translating high level code into instiuctioB.s for 
said target processor from said one or more program code modules, 

2. A method according to claim 1, for generating prograni source code for 
translating high level code into instructions for one of a piuralirv' of tai-get processors. 

3 . A method according to claim 1 , comprising forming agglomerated progtatn 
source code from a plurality of program code modules in accordance with said program 
code characteristic. 



4. A method according to claim 1 , further comprising deriving said program 
code modules in accordance witli a desired functionality for said target processor. 

5, A method according to claim 2, wherein: 

said step of determining comprises determining respective program code 
characterisucs for respective ones of a plurality of target processors; 

.said step of deriving comprises deriving respective program code modules in 
i^ccordavice \vu.b said respective program code characteristics; avid 
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said step of generating comprises generating program source code for iranslating 
high level code into instructions for said target processors from said prograin code 
modales. 

6. A method according to claim 1, wherein said step of deri ving comprises 
selecting one or more pre-deiined program code modules in accordance with said prograiii 
code characteristic from a plurality of available program code modules. 

7. A method according to claim I, wherein said prognini code provides a 
virtxial machine for said target processor. 

8 . A method according to clain-s 1 , wherein said program code comprises 
elements of a programming language, 

9. A method tor creating in an apparatus program source code for translating 
between high level code and instiuciions for a target processor, comprising the steps of; 

determining a program code characterisiic coiTesponding to said target processor; 

selecting one or more predefined program code modules in accordance with said 
program code characieristic; and 

Innrjiji! ou>gr.i.n"s souu;e cvJc loi traiKldting liud: icvi.^ code in:o iniUiic lions lor 
said tari'et "n'ce^-sot ifoin said selected i)ne oi more picdcfincd program eoJe modules. 

1 0, A method according to claim 9, whereiti said creating program source code 
tor translating between high level code and instructions is for one of a plurality of target 
processors. 
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processing appaxatus heim connamea to; 

determine a program code charaeieristic corresponding to said target processor 
identifier input to said data processing appanitus; 

derive one or more program code modules in accordance with said progrms code 
characterisiic; aBd 

create program source code for translaling high level code irrto instructions for said 
target processor from said derived one or more prograi« code moddes. 

1 2. Tlie data processing apparatus according to claim 1 1 , further configured tor 
creating program source code for translating between high level code and instructions for 
one of a plurali ty of target processors. 

13 . An apparatus, comprising at least one program source code module of a 
plurality of program source code modules for translating between high level code and 
instructions for a target processor, said at least one program code module corresponding to 
a characteristic of said target processor and being selected irom said plurality of program 
source code modules. 

14, The apparatus of claim 13, further comprising at least one additional 
program code module tor iTaiislating between high level code and instructions for 
respective ones of at least tv\^t target processors. 

1 5. The apparatus aceording to claim 14, wherein said at least two program 
code modules ai'e selected from a plurality of predefined program code modules. 
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18. The apparatus according to claim 13, wherein said program source code 

provides a virtual machine for said target processor. 

1 9. Tho apparalxss according to claini 14, wherein said program source code 
provides a virtual machine for said target processor or processors. 

20. Tlie apparatus according to claim \ 3, wherein said progran^ source code 
comprises elements of a programming language. 

21 . The apparatus according to claim 1 4, wherein said program source code 
comprises elements of a programming language. 

22. A processor, configured in accordance with program code comprising at 
least one prograj^j source code module of a pkiraiity of program source code modules, for 
translating between high level code and instructions for a target processor, said at least one 
program source code module being in accordaiice with a chai-acteristic of said target 
processor and selected from said plurality of program source code modules. 

23 . A processor, configured by program code comprising an agglomeration of 
two or more program som-ce code modules of said plurality of said program source code 

modules. 

24. A systetn comprising a first and second processor, said first and second 
processor configured in accordance with program code composing at least two program 
source code irodUiCs. wherein the tlrst of i>aid at least two program source code modules is 
aiiangcd to translate Ingh le\e code to uistructions for said first processor and a second of 
> iK. Ic ^> 1 A V- rro^j an-i souitc code modules is arranged to translate high level code to 

! av^o.l■^ \ I said scctmd pjoccssoi 
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No documents are being submitted with the Appeal Brief. 
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Appellants are not aware of pending appeals inflated applications. 
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